REMARKS 



Appln. no.: 10/678,019 



Claims 1-3 and 19-31 are in the application. All claims stand rejected under one or more 
of 35 USC 112, 102 and 103. Claims 1, 20 and 29 have been amended to recite that the average 
particle size is in the "range of about 0.1 to about 30 microns," see par. [0011] of the 
specification for support. In addition, claims 2, 3, 21 and 22 have been amended to replace 
"phr," in each instance, with "parts per hundred parts of epoxy resin," see par. [0012] of the 
specification for support. Also, applicants are submitting herewith the 37 CFR 1.131 declaration 
of Paul F. Ranken, one of the applicants in the subject application. In view of the amendments to 
the claims, the submitted declaration and the following remarks, it is respectfully submitted, that 
upon entry of the amended claims, the application will be in condition for allowance. 

The Office Action states that claims 2-3, 21 and 22 are rejected under 35 USC 112 as 
being indefinite for reciting "phr." The amended claims have no longer simply recite "phr" but 
now give the basis of the "per hundred parts" as being the "epoxy resin" exclusive of the other 
components of the formulation. In view of these amendments, the 112 rejection should now be 
withdrawn. 

Claims 1-3, 19-23, 26, 27 and 29-30 stand rejected under 35 USC 102(e) as being 
anticipated by Mishima et al, US 7,056,585. The '585 patent has a filing date of July 25, 2003. 
The '585 patent does not qualify as 102(e) prior art in view of the enclosed declaration by co- 
applicant, Paul F. Ranken. The work performed by Ranken, as is evidenced by the declaration 
and its attachment, clearly shows that the subject inventions were made in the United States prior 
to the July 25, 2003 filing date of the '585 patent. The 102(e) rejection should be withdrawn. 

Claims 24-25, 28 and 31 are rejected under 35 USC 103(a) as being unpatentable over 
Mishima et al ('585) and Okamoto et al, US 4,224,302. This rejection, as applied to the 
amended claims, is respectfully traversed. 

As pointed out above, the '585 patent does not qualify as prior art under 102(e). Nor 
does it qualify as prior art in any manner — its publication date was August 26, 2004. Thus, the 
above rejection is left with only the teachings of the '302 patent for support. 
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The '302 patent concerns the production of a boehmite from aluminum hydroxide in a 
special manner to yield a boehmite suitable for use as a catalyst carrier. The focused technology 
segment concerns carried catalyst for use in the purification of exhaust gasses from an internal 
combustion engine. 

In distinction to the teachings of the '302 patent, applicants' claimed invention concerns 
phosphorous advanced epoxy resin formulations that use finely divided boehmite to obtain 
thermal stability. There is a great divide between these two disparate technologies. 

The Examiner alleges that there is a similarity between the boehmite of the '302 patent 
and the boehmite used in applicants' claimed invention. This allegation need not be agreed with 
or disputed as it does nothing to promote the proposition that the disparate catalyst carrier 
teachings of the '302 patent could ever support a 103(a) rejection of applicants' claimed 
invention that is directed to epoxy resin formulations for use in coating or impregnating a 
substrate. The rejection of claims 24-25, 28 and 31 under 35 USC 103(a) should be withdrawn. 

Finally, the Examiner has noted the Applicants' Inventor Declaration (Rene Herbiet) 
could not be considered since the copy provided to the Examiner was illegible. Applicants 
submit herewith a new copy of this Declaration. 

It is believed that the application is in condition for allowance, and notice to that effect 
would be appreciated. If, however, any matters remain that require further consideration, the 
Examiner is requested to telephone the undersigned so that such matters can be discussed, and if 
possible promptly resolved. 

Respectfully submitted, 

/Edgar E. Spielman, Jr./ 
Edgar E. Spielman, Jr. 
Reg. No. 25,929 
McGlinchey Stafford, PLLC 
4703 Bluebonnet Boulevard 
Baton Rouge, LA 70809 
Telephone: 225-291-4600 
Facsimile: 225-291-4606 
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